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Executive Summary

You have asked that we conduct a preliminary “big picture” review of The American Radio Relay League, Inc.’s (“ARRL”) U.S. trademark portfolio, with a particular focus on selected questions raised by ARRL Atlantic Division Vice Director, Robert Famiglio, namely, the question of “incontestability” and the potential benefits of applying to register a mark as a collective or certification mark as opposed to a more traditional trademark or service mark.  Below is a summary of these issues, followed by several other observations regarding certain ARRL marks and suggestions for potential next steps. 

I. Overview of Legal Principles.

In the United States, trademark protection is typically gained through use of a mark in commerce, and not by registration.  The general rule is that the first entity to use a designation as a mark owns the trademark rights. Further, a registration is not required to bring a federal lawsuit for trademark infringement under Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).  Obtaining a federal trademark registration does provide important additional protections, including the right to use the ® symbol and to claim the benefit of certain statutory presumptions, among other protections.  
II. Achieving Incontestable Status for U.S. Trademarks
One of the benefits of owning a U.S. trademark registration is the ability to claim that the registration has become “incontestable.”  This is a privilege that applies only to marks on the Principal Trademark Register.
 
Under the Lanham Act, a certificate of registration on the Principal Register is prima facie evidence of the validity of the registered mark, and of facts such as registration, ownership, and the owner’s exclusive right to use the mark in connection with the goods or services specified in the certificate.  15 U.S.C. §1115(a); 15 U.S.C. § 1057(b).  Prior to achieving incontestable status, a registered mark can be challenged on any ground, whether by way of petition to cancel filed with the Trademark Trial and Appeal Board (“TTAB”) or as a defense or counterclaim to a federal infringement suit. 

Trademarks registered on the Principal Register can achieve “incontestable” status after five consecutive years of registration, creating a presumption of the mark’s validity and ownership and foreclosing certain key challenges to the registration.  Incontestability can be claimed affirmatively by filing an affidavit or declaration under §15 of the Lanham Act, with certain of the benefits of incontestability accruing automatically five years from the date of registration pursuant to §14 of the Lanham Act. Although there are subtle differences between the two, both forms of incontestability beneficially limit the grounds upon which third parties can seek to invalidate the registration.

§ 15 Declaration of Incontestability. After five consecutive years of continuous use and registration on the Principal Register, a registrant can file an affidavit under §15 of the Lanham Act claiming “incontestable” status for the registered mark. The §15 filing includes a declaration by the registrant that (i) the mark has been registered and in continuous use for five consecutive years; (ii) there has been no final administrative or judicial decision adverse to the claim of ownership of the registered mark; and (iii) the registration is not currently the subject of any pending judicial proceedings concerning rights in the mark.

Once filed, a §15 Declaration is acknowledged by the U.S. Patent and Trademark Office (“USPTO”), but does not undergo any substantive examination beyond a review to confirm that the basic filing requirements have been met. The cost to file a §15 Declaration with the USPTO is $200 per Class of goods or services.
After acknowledgement by the USPTO, a §15 Declaration operates as a self-proving affidavit that serves as conclusive evidence of the mark’s validity and ownership. The grounds upon which third parties can seek to cancel the registration are limited. For example, an incontestable registration cannot be cannot be attacked on grounds that the mark is merely descriptive or that the registrant does not own the mark.  Rather, an incontestable registration can only be challenged on specified grounds such as fraud, misrepresentation, functionality, abandonment, and/or “genericide” (i.e., becoming a generic designation for the registered goods and services).

§ 14 “Accrued Incontestability.” Under §14 of the Lanham Act, a trademark registered for more than five years is afforded an inherent and automatic claim to certain protections also enjoyed by §15 declarants, namely, a limitation on the grounds for cancellation by a third party. After five years of registration on the Principal Register, the registered mark can only be cancelled based on grounds such as fraud, misrepresentation, functionality, abandonment, and/or “genericide.” Unlike §15, continuous use of the mark in commerce for five years is not required under §14—only five years of uninterrupted registration.

Although marks can accrue such rights under §14 without the filing of any affidavits or declarations, the key benefit from filing a § 15 Declaration of Incontestability is the presumption of validity as it pertains to litigation.  When faced with a claim for cancellation, whether at the TTAB or in federal court, a §15 Declarant need only proffer the Declaration of Incontestability and the Registration to establish its ownership and the conclusive validity of the registration, subject to challenge on the excepted grounds such as fraud.  A registrant relying on §14, on the other hand, will only be able to achieve presumptive validity by actually proving that the mark has been registered for five years on the Principal Trademark Register without interruption. 
Further, although registrants can readily assert incontestable protections under §14 against the foreclosed challenges in USPTO proceedings, such as a petition to cancel before the TTAB, federal courts may be more reluctant to recognize a bare §14 assertion that certain invalidity grounds are precluded. Thus, a key distinction is the manner and ease of proving the registrant’s rights in the event of challenge.
A principal reason for the differences between the USPTO and federal courts is the distinction between registration and use—because the USPTO focuses only on registered rights (as opposed to common law use in commerce), it accepts its own review and determinations of registration in considering §14 and §15 protections. Federal courts, however, consider trademark use in addition to trademark registration, and do not solely rely on the USPTO’s grant of registration and timelines as the be-all and end-all of presumptive validity. That is not to say that federal courts do not recognize the underlying principles of §14, rather, only that the burden to establish a presumption of validity may require a few extra steps (e.g., evidence of when mark was registered, evidence that the mark has been in use in commerce for five years, etc.).
Differences Between § 14 and § 15 Summarized. While filing a §15 Declaration of Incontestability provides a shortcut to proving the conclusive validity of a registration, the substantive legal rights of an “incontestable” mark live within the automatic protections of §14, and do not depend on filing a §15 Declaration. As the TTAB explained in Strang Corp. v. The Stouffer Corp., 16 USPQ2d 1309, 1311 (TTAB 1990), "once a registration has been in existence for five years the grounds on which a cancellation action may be brought under Section 14 are limited regardless of whether Section 15 incontestability has been invoked." The difference essentially is that §14 outlines the rights and benefits of an incontestable mark, while §15 provides the means to conclusively establish that a mark has met the requirements to enjoy those rights and benefits. 
A registrant may file a §15 Declaration at any time, as long as the requirements are satisfied.  The §15 Declaration is frequently filed with the first Declaration of Use filing, due between the fifth and sixth years after registration.  Some owners opt not to file a §15 Declaration where there is a question as to whether the statutory requirements were met, such as continuous use for five consecutive years, or for financial reasons. Because §15 affidavits are most beneficial in the litigation arena, owners who anticipate frequent enforcement, including through cease and desist letters and federal court proceedings, stand to gain the most by making such filings.  For those registrants who do not routinely need to assert or defend the validity of their trademark rights in federal court, little is lost by not seeking §15 protections as the inherent §14 rights attach after five years on the Principal Register.  
III. Collective Marks and Certification Marks

The Lanham Act recognizes that there are several different types of marks eligible for registration.  With respect to traditional word or design/logo marks, the two most common types of marks are “trademarks,” which identify and distinguish the source of goods and “service marks,” which identify and distinguish the source of services.  The Lanham Act also specifically provides for the registration of collective marks, collective membership marks, and certification marks.
Registration is most frequently sought for marks that are used to identify and distinguish the owner as the source of goods or services offered by the owner to others. As noted, a service mark is a type of trademark that specifically identifies and distinguishes the source of services rather than of goods. To be a “service,” the underlying activity for which trademark protection is sought must be primarily for the benefit of someone other than the owner of the mark.  For example, an advertising agency that promotes the goods and services of its clients is providing advertising services to others, and can register a mark used to identify and brand itself as the source of such advertising services.  In contrast, a company that promotes the sale of its own goods or services is doing so for its own benefit rather than rendering a service for others, and would not be able to obtain a trademark registration for advertising services based on such activity. 
The controlling question in considering whether to apply for a service mark is who primarily benefits from the activity for which registration is sought.  If the activity is done primarily for the benefit of others, the fact that the applicant enjoys some benefit as a result of those services is not fatal. On the other hand, if the activity primarily benefits the applicant, it is not a registrable service even if others enjoy some benefit as a result.
Less commonly used, but of value in certain circumstances, are “collective” or “certification” mark registrations.   

Collective Marks. The term “collective mark” is used to refer to a trademark (most often a service mark) that is used by the members of a collective group to indicate membership in an association, organization, or union, who in turn use the mark to identify and distinguish their goods or services from those of nonmembers.  A collective mark is owned by the collective entity even though the mark is used by its members. 
The "collective" itself does not offer the goods and/or services to the consuming public. The collective may, however, advertise or otherwise promote the goods or services sold or rendered by its members under the mark. For example, the principal collective organization of real estate professionals does not itself render real estate services, but, rather, promotes the real estate services offered by its members. See Zimmerman v. Nat’l Assoc. of Realtors, 70 USPQ2d 1425, 1428 (TTAB 2004) .
Although collective marks indicate the commercial origin of the goods or services, they also indicate that the party providing the goods or services is a member of a certain group that controls the group's standards for admission.  Thus, an application for a collective mark must specify the class of persons entitled to use the mark, indicating their relationship to the applicant, and the nature of the applicant’s control over the use of the collective mark, such as through the applicant’s bylaws.
Collective Membership Marks. A collective membership mark is a type of collective mark adopted solely for the purpose of indicating membership in an organized collective group, such as a union, an association, or other organization.  Neither the collective nor its members uses the collective membership mark to identify and distinguish their goods or services; rather, the only function of such a mark is to indicate that the person displaying the mark is a member of the organized collective group.

Thus, membership marks are not trademarks or service marks in the ordinary sense; they are not used in business or trade, and they do not indicate commercial origin of goods or services.  Registration of these marks fills the need of collective organizations who do not use the symbols of their organizations on goods or services but who still wish to protect their marks from use by others.
An application to register a collective membership mark describes the nature of the membership indicated by the mark, rather than the goods and services of the applicant.  For example, the description could read "indicating membership in an organization of computer professionals" or "indicating membership in a motorcycle club." Detailed descriptions of an organization’s objectives or activities are not necessary. It is sufficient if the identification indicates broadly either the field of activity as related to the goods or services, or the general type or purpose of the organization. On the other hand, symbols and titles adopted by professional, educational or similar organizations to indicate that persons have passed certain tests or completed certain courses of instruction do not serve to indicate membership in an organization, and may not be registered as a collective membership mark.
Applications for collective marks claim their services in a Class denoted as “Class 200,” which is used for all applications for collective marks regardless of the subject organization’s underlying activities. 
Although nothing in the Lanham Act prohibits the use of the same mark as a collective membership mark by the organization’s members and as a separate trademark or service mark by the parent organization, there are prohibitions on a registrant’s use of a certification mark in connection with its own goods and services, discussed below. 
As with collective marks, collective membership marks must specify the class of persons entitled to use the mark, indicating their relationship to the applicant, and the nature of applicant’s control over use of the collective membership mark.
Certification Marks. Whereas a collective mark indicates that the goods or services are offered by members of a particular organization, and a collective membership mark indicates membership in such an organization, a certification mark indicates that the goods or services themselves meet certain standards.  See 15  U.S.C. § 1127 (defining “certification mark” as “any word, name, symbol, or device, or any combination thereof” that is either used or intended for use by a person other than its owner “to certify regional or other origin, material, mode of manufacture, quality, accuracy, or other characteristics of such person’s goods or services or that the work or labor on the goods or services was performed by members of a union or other organization”).

Applications for such marks claim their services in a Class denoted as “Class A,” and must include a copy of the certification standards.    
The message conveyed by a certification mark is that the goods and/or services have been examined, tested or in some way checked by a person who is not their producer, using methods determined by the certifier (i.e., the certification mark owner).  Examples include the UL (Underwriters Laboratory) mark and the Good Housekeeping Seal of Approval. 

Two characteristics differentiate certification marks from trademarks or service marks:  first, a certification mark is not used by its owner, but rather by authorized users; second, a certification mark does not indicate commercial source or distinguish the goods or services of one person from those of another, but indicates that they meet certain standards.  To obtain a certification mark registration, the owner must establish and implement the certification process and control use of the mark by others. 
Comparison of Service Marks, Collective Marks, Collective Membership Marks, and Certification Marks. The below chart outlines the similarities and differences among service marks, collective marks, collective membership marks, and certification marks. 
	No.
	Type of Mark
	Purpose
	Other Considerations

	1. 
	Service Mark
	Subset of trademarks that specifically identifies and distinguishes the source of services rather than goods.
	To be a service, the underlying activity for which trademark protection is sought must be primarily for the benefit of someone other than the applicant.  

	2. 
	Collective Mark
	A trademark (most often a service mark) that is used by the members of a collective group to indicate membership and distinguish the group’s goods and/or services from those of nonmembers. 
	A collective mark is owned by the collective entity even though the mark is used by members of the collective.

The "collective" itself does not offer the goods and/or services to the consuming public.

	3. 
	Collective Membership Mark
	A type of collective mark adopted solely for the purpose of indicating membership in an organization.  
	Not used to identify the source of goods or services; can use same mark separately as trademark or service mark

	4. 
	Certification Mark
	A type of trademark that identifies goods and/or services as meeting certain standards or specifications relating to geographic origin, quality, materials, etc. 
	Not used to identify the source of goods or services; cannot use same mark as separate trademark/service mark


IV. Review of ARRL’s U.S. Trademark Portfolio

In view of the foregoing legal principles, we conducted a review of ARRL’s U.S. trademark registrations to assess the desirability of filing Section 15 Declarations of Incontestability for any of the marks and/or whether certain ARRL marks are eligible for registration as collective or certification marks, and the potential benefits of seeking such protection. 
ARRL Marks Eligible for §15 Declaration of Incontestability. The below chart shows the U.S. trademark registrations owned by ARRL that appear to be eligible for §15 filings because they are registered on the Principal Register and the marks appear to have been used for at least five consecutive years after registration.  We note that additional inquiry will be required to confirm that the marks satisfy the use and other statutory requirements. 
	No.
	Trademark /

U.S. Reg. No. 
	Goods and Services
	Dates of First Use / Registration
	Status / Notes

	1. 
	ARRL, THE NATIONAL ASSOCIATION FOR AMATEUR RADIO

Reg. No. 3,924,377
	Class 09: Downloadable electronic publications, namely, trade journals, books, magazines, educational training material and prerecorded tapes and disks featuring information of the American Radio Relay League.

Class 16: Printed trade journals, books, magazines, and educational training material in the field of the American Radio Relay League.


	Date of First Use:

11/01/1999

Reg. Date:

03/01/2011
	Section 8 (6 years) filed Jan. 10, 2017



	2. 
	NCJ

Reg. No. 3,219,310
	Class 16: Bi-monthly magazine devoted to amateur radio contests, operating techniques, antennas and station design, with news, ideas and advice from around the world.


	Date of First Use: 07/01/1987

Reg. Date:

03/20/2007
	Section 8 & 9 (6 year and 10 year) filed December 6, 2016.



	3. 
	LOTW

Reg. No. 3,625,080
	Class 42: Providing temporary use of non-downloadable software allowing web site amateur radio operator users to upload log data.


	Date of First Use: 09/01/2003

Reg. Date:

05/26/2009
	Section 8 (6 years) filed April 16, 2015.

	4. 
	LOGBOOK OF THE WORLD

Reg. No. 3,625,079
	Class 42: Providing temporary use of non-downloadable software allowing web site amateur radio operator users to upload log data.
	Date of First Use:

09/01/2003

Reg. Date:

05/26/2009
	Section 8 (6 years) filed April 16, 2015

	5. 
	ARES

Reg. No. 2,555,797
	Class 42: Association services, namely, promoting the interests of amateur radio operators who provide emergency communications.


	Date of First Use: 05/01/1977

Reg. Date:

04/02/2002
	Section 8 & 9 (6 year and 10 year) filed February 17, 2012

	6. 
	REPEATER DIRECTORY

Reg. No. 2,214,244
	Class 16: Name of a reference manual of VHF and UHF frequencies, repeater locations and other pertinent data, including information necessary to contact frequency coordinators and officers of an association of amateur radio relay operators.


	Date of First Use: 07/01/1971

Reg. Date:

12/29/1998
	Section 8 & 9 (6 year and 10 year) filed December 9, 2008

	7. 
	VUCC

Reg. No. 2,250,955
	Class 200: Club of Amateur Radio Station Operators who conduct two-way communications with other Amateur Radio Station Operators.


	Date of First Use: 

01/01/1983

Reg. Date:

06/08/1999
	Section 8 & 9 (6 year and 10 year) filed April 26, 2009

	8. 
	[image: image1.png]



ARRL (& Design)

Reg. No. 2,158,163
	Class 09: Prerecorded audio and video tapes, computer software, and prerecorded compact disks, all containing reference and instructional material for amateur radio operators.
Class 16: Books and magazines directed toward amateur radio operators

	Date of First Use: 09/16/1922

Reg. Date:

02/24/1998
	Section 8 & 9 (6 year and 10 year) filed August 29, 2008

	9. 
	DXCC

Reg. No. 1,943,597
	Class 16: Books, magazines, and membership publications, namely brochures and booklets, all featuring information for members of a non-profit association of amateur radio operators.


	Date of First Use: 04/01/1939
Reg. Date:

12/26/1995
	Section 8 & 9 (6 year and 10 year) filed October 28, 2015

	10. 
	QST

Reg. No. 1,931,002
	Class 16: Monthly magazine devoted to amateur radio operation and techniques.
	Date of First Use: 09/16/1922

Reg. Date:

10/31/1995
	Section 8 & 9 (6 year and 10 year) filed October 21, 2015

	11. 
	DX CENTURY CLUB

Reg. No. 1,945,114
	Class 16: Books, magazines, educational training materials, namely, pamphlets, and membership publications, namely, award certificates, all featuring information for members of a non-profit association of amateur radio operators.


	Date of First Use: 09/01/1937

Reg. Date:

01/02/1996
	Section 8 & 9 (6 year and 10 year) filed September 29, 2015


Applied Analysis of § 14 and § 15. Because the above trademarks have been registered on the Principal Trademark Register for more than five years, they receive the benefits prescribed by §14, namely, the grounds upon which third parties can base a petition to cancel or otherwise invalidate the marks are limited to specified grounds including fraud, misrepresentation, functionality, abandonment, and/or “genericide.”

If any of the above marks have been in continuous use for five consecutive years after registration and have not been the subject of an adverse administrative or judicial ruling, they are also eligible for the filing of a §15 Declaration of Incontestability. As explained above, if such a filing is made and acknowledged by the USPTO, it will act as a self-proving affidavit that serves as conclusive evidence of the mark’s validity and ownership (in addition to the protections already afforded by §14).

It is our understanding that ARRL has not yet been involved in trademark infringement litigation or faced any challenges to its marks, such as through a petition to cancel.  Thus, the lack of §15 Declaration of Incontestability filings does not appear to have affected ARRL’s legal position to date, and we do not see an urgent need to make such filings at this time. 

Given the overall benefits of such filings, we would recommend, however, that ARRL consider filing §15 Declarations for some or all of the eligible marks.  In determining which marks should be the subject of a §15 Declaration, ARRL will want to consider the importance of the mark, the likelihood that the mark will be the subject of a dispute, ARRL’s future plans for use of the mark, and the costs associated with the filings.  In view of ARRL’s budget and priorities as a non-profit organization, ARRL may not wish to make all of the filings at this time, given that the filing fees alone would be nearly $2500.  

One course is to make the filings at the next maintenance filing, but given that several of the marks are not due for such a filing for nearly 10 years, a better course may be to make the filings sooner, depending on the importance of the marks.  A staged approach could be used to spread out the cost of the filings, starting with ARRL’s “house” marks, ARRL, THE NATIONAL ASSOCIATION FOR AMATEUR RADIO, ARRL (& Design), and other marks that you identify as being priorities.  We would be pleased to provide further guidance on this and assist with prioritizing marks as needed. 
ARRL Marks that May be Eligible for Protection as Collective Marks. The below chart shows the registered marks owned by ARRL that may be eligible for protection as collective marks:

	No.
	Trademark /

U.S. Reg. No. 
	Services
	Dates of First Use / Registration
	Status / Notes

	1. 
	ARRL, THE NATIONAL ASSOCIATION FOR AMATEUR RADIO

Reg. No. 3,924,377
	Class 09: Downloadable electronic publications, namely, trade journals, books, magazines, educational training material and prerecorded tapes and disks featuring information of the American Radio Relay League.

Class 16: Printed trade journals, books, magazines, and educational training material in the field of the American Radio Relay League.


	Date of First Use:

11/01/1999

Reg. Date:

03/01/2010
	Section 8 (6 years) filed Jan. 10, 2017

	2. 
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ARRL (& Design)

Reg. No. 2,158,163
	Class 09: Prerecorded audio and video tapes, computer software, and prerecorded compact disks, all containing reference and instructional material for amateur radio operators.

Class 016: books and magazines directed toward amateur radio operators
	Date of First Use: 09/16/1922

Reg. Date:

02/24/1998
	Section 8 & 9 (6 year and 10 year) filed August 29, 2008

	3. 
	ARES

Reg. No. 2,555,797
	Class 42: Association services, namely, promoting the interests of amateur radio operators who provide emergency communications.


	Date of First Use: 05/01/1977

Reg. Date:

04/02/2002
	Section 8 & 9 (6 year and 10 year) filed February 17, 2012

	4. 
	NATIONAL TRAFFIC SYSTEM

Serial No. 76/719,261
	Class 42: Association services, namely, promoting the interests of amateur radio operators who provide routine and emergency communications.
	Date of First Use: 

10/1/1949

Filing Date: 4/28/2016
	Final Office Action sent Dec. 22, 2016




In our view, ARRL would likely benefit from expanding the coverage for some or all of the above-listed marks, even apart from the question of whether to apply for protection as a collective or certification mark.  In particular, based on our review of the ARRL website, the marks ARRL, THE NATIONAL ASSOCIATION FOR AMATEUR RADIO and ARRL & Design, as well as ARRL itself, each appear to be used for association services in Class 42.  Although common law rights exist through use of these marks in commerce, applying to register these marks for association services, and any other goods and services for which the marks are in use, would provide a good base of registered protection for these important marks.   

Whether to also apply to register one or more of the above-listed marks as a collective mark (including as a collective membership mark) depends on whether ARRL’s members use or wish to use such marks in connection with their goods or services or to indicate their membership in the organization.  This will require closer review of each mark and the particular usage by ARRL’s members that is taking place or which ARRL may anticipate or want to encourage and control.  For example, ARRL may wish to consider such a registration for one or more of these marks as a way to build and maintain  consistent use of an appropriate mark by its members, as a means of enhancing ARRL’s brand building, outreach and/or membership services, and to secure related trademark protections.
We note that ARRL already has a registered a collective membership mark for VUCC. In considering whether it makes sense to expend the added costs and efforts to file, police, and enforce collective marks for the marks listed above, ARRL should consider its experiences with operating under the VUCC mark as a collective membership, including questions such as: 

· Has ARRL used the VUCC registration to enforce its rights against other third-party organizations? 
· Has it been able to adequately manage control over proper member use of the collective mark?
· Has the process by which members are admitted and permitted to use the mark gone smoothly? 
If ARRL’s overall experience with protecting and controlling the use of its VUCC mark has been positive, it should consider obtaining similar protection for other appropriate marks. 
As with the VUCC collective mark, ARRL will need to adequately oversee and admit to membership persons who will be allowed to use any proposed collective membership marks. Choosing the number of collective membership marks for registration should strike a balance between enforceable protection and practical business concerns (i.e., does ARRL have the capacity to accept, manage and monitor the use of the collective mark by each subset of members?).

In our view, none of the above marks appears appropriate for registration as a certification mark.  We can certainly review further with you the nature of such marks and discuss whether ARRL has established a certification program that features marks which indicate that goods and/or services offered by third parties meet the standards of such a program.  Any application for a certification mark should be carefully considered, given the unique requirements applicable to such marks, including the preclusion on the owner’s use of the mark itself. 

V. Other Observations 

Although we have not conducted a comprehensive audit of ARRL’s trademark portfolio, we noted several other issues that are worthy of discussion at this time. 

First, we note that Mr. Famiglio points to a registration for the ARRL (& Design) mark, covering collective membership services in Class 200, which lapsed in January 1989.  The same mark was later registered for goods in Classes 9 and 16, but not for collective membership services.  Although we are not aware of the particular circumstances resulting in the cancellation and re-filing, which occurred 20-30 years ago, we believe ARRL should consider obtaining a registration for this mark for a broader scope of services, commensurate with its current use of the mark, in consideration of its future plans for the mark.  If applicable, this may include a collective membership registration and/or a traditional service mark registration, to reflect ARRL’s own use of this mark in rendering its association and related services. 

Another question raised by Mr. Famiglio was the need for enforcement against unauthorized use of the AMATEUR RADIO EMERGENCY SERVICES and ARES marks.  If such use is taking place, we would recommend that ARRL undertake enforcement efforts to curb such unauthorized use and protect ARRL’s rights in such marks. Such efforts can include setting forth usage guidelines for members, proposing license agreements where appropriate and sending cease and desist notices to the parties engaged in unauthorized use. We can provide further guidance on this issue, including setting up a system to monitor unauthorized use, identify potential infringements, and address them in an efficient and effective manner. 

VI. Conclusion and Potential Next Steps 
The above analysis and assessment of the ARRL trademark portfolio provides suggested areas of improvement and/or options in enhancing its registered trademark protection, should ARRL determine that such protections are likely to be worthwhile to the organization, in view of its objectives, budget, and other priorities as a non-profit organization.  Nothing in the review conducted in preparation of this memo suggests incurable deficiencies or any detrimental loss of trademark rights.  As noted above, trademark rights in the U.S. are based primarily on use, and while registration provides many benefits that common law trademark use alone does not, ARRL’s decisions to forego registration or postpone certain protective filings can certainly be revisited now or at another appropriate time.  It is not uncommon for our clients to require periodic review of their trademark portfolios to identify potential gaps in protection, registrations that can be shed due to updating of marks, or shifting of registration and enforcement priorities.  Trademark coverage should be assessed from time to time in light of current use of existing marks, and adoption of new marks, as well as expansion into new markets, such as internationally.  In our experience, non-profit entities are more circumspect in their trademark filings due to tighter budgets.  Nonetheless, it is important for such entities to protect their trademark rights to the extent possible to avoid third party infringement and potential loss of good will. 

We note that our review was not intended to serve as a comprehensive trademark review or audit, but to provide a high-level view, focused on selected questions raised by Mr. Famiglio.  If you would like us to assist with a more detailed trademark review and provide further suggestions for ways to enhance ARRL’s trademark protection, including potential enforcement efforts, we would be pleased to do so.  We are mindful of cost constraints, and would work with you to develop an appropriate budget for such a review and action items resulting from it. 

Should ARRL have any questions or concerns regarding the contents of this memorandum, we would be happy to discuss further. 

� By way of background, in order to be registered on the Principal Register, a mark must be distinctive.  Marks that are “merely descriptive” of a feature or characteristic of the goods or services may not be registered on the Principal Register absent a showing that they have acquired distinctiveness, or secondary meaning, as a source identifier through a period of substantially continuous and exclusive use.  Descriptive marks may, however, be registered on the Supplemental Trademark Register without such a showing.
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